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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). tn no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 08 November 2006 . 
2aM This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) KI Claim(s) 1-3.5-18 and 60-66 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |g| Claim(s) 1-3.5-18 and 60-66 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 
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a)D All b)D Some * c)D None of: 

1 □ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
terms as to enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and use the same and shall set forth the 
best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-3, 5-18, 62-63 and 65 are rejected under 35 U.S.C. 1 12, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

The limitations of 350 microns and the pressure differential of from 60 psi is not 
supported by the specification as originally filed. Paragraph 20 teaches a particle size 
in the range' of about 400 to about 8 mesh. Paragraph 23 of the specification teaches a 
pressure differential below about 2000 psi. Paragraph 21 teaches a pressure 
differential in the range of 1500 psi to 10,000 psi. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

4. Claims 1-3 and 6-14 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Roelofs et al. (5993562). 

Roelofs teaches a method of cleaning the interior surfaces of a fluid delivery 
system by blasting with an abrasive particle in a liquid carrier. In col. 6, lines 1-65, 
Roelofs teaches particle sizes ranging from 5 to 500 microns. In reference to claim 1 , 
col. 5, lines 10-1 1 teaches an inlet pressure of 70 psi. In reference to claims 2-3, refer 
to col. 6, lines 53-55. In reference to claims 6-7 and 10-13, refer to col. 6, lines 30-39 
which teach abrasive particles comprising starch, boric acid, calcium borate, zinc 
borate, and sodium bicarbonate. In reference to claims 8-9, refer to co. 6, lines 53-67. 
In reference to claim 14, the limitations are inherently met since Roelofs teaches the 
claimed particle size. 

5. Claims 1-3, 6-8, 10-15, and 17 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Yam (5827114). 

Yam teaches a method of cleaning a surface comprising jetting against a surface 
a cleaning fluid comprising a liquid base fluid with degradable particles having a particle 
size within the range of 10-10,000 microns, and a pressure of below 500 psi (abstract, 
col. 5, lines 35-40). In reference to allowing the particles to degrade, col. 9, lines 46-55 
teaches that after contact with the substrate, the abrasive particles are broken down 
and have a smaller diameter. Re claim 2, refer to col. 6, lines 49-50. Re claim 3, refer 
to col. 1 , lines 27-28 teach water. Re claim 6, Yam teaches metal salts. Re claim 7, 
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refer to col. 11, lines 15-17. Re claim 8, refer to col. 6, lines 1-55. Re claim 10-13, refer 
to col. 5, lines 65-68. Re claim 14, refer to col. 5, lines 33-40. Re claim 15, refer to col. 
8, lines 59-60. Re claim 17, refer to col. 11, lines 19-20. 

6. Claims 1-3, 8, 14-15, 60, and 63-64 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Spears, Jr (5384990). 

Spears teaches a method of wet blasting in order to clean a substrate surface 
(abstract, col. 1, lines 10-15). Re claim 1, 14, and 63-64, Spears teaches jetting a 
cleaning fluid comprising water (col. 5, lines 45-50) and degradable abrasive blast 
particles (col. 5-6 teaches dissolution of the abrasive media), having a particle size 
between 50-500 microns (col. 4, lines 40-45), and blasting at a pressure of at least 
about 500 psi, and typically greater than about 3000 psi (col. 6, lines 45-48). Example 8 
teaches a pressure of 10,000 psi. Re claims 2-3, col. 5, lines 45-47 teaches water. Re 
claim 8, col. 5, lines 46-47 teach the carrier fluid as glycerin. Re claim 15, col. 6, lines 
45 teach a pressure of about 500 psi. Re claim 60, Spears teaches blasting a surface 
with a water-soluble polymer in combination with an abrasive particle and water. Re 
claim 60, the limitations of degradable polymer reads on the teachings of a water 
soluble polymer, recited in col. 5, lines 55-57). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
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subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 



8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

> 

9. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

10. Claims 1-3, 6, 14-15, 17-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yam (5512071). 

Yam teaches a method of stripping contaminants from a solid surface comprising 
blasting the surface with water-soluble abrasive particles having a particle size between 
10-1000 microns at a pressure of from 10-100psi. Yam fails to specifically teach the 
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particles degrading. However, one would have reasonably expected the particles to 
degrade since the abrasive particles are water-soluble and are disposed in a water 
stream. Re claims 2-3, col. 3, lines 20-21. Re claim 6, col. 3, lines 32-85. Re claim 14, 
col. 3, lines 10-15. Re claim 15, col. 6, lines 60-61. Re claim 17, col. 5, lines 34-35. Re 
claim 18, col. 6, lines 59-60. 

11. Claims 1-3, 5,14, and 65 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Matsumoto (457396) in view of Yam et al. (58271 14). 

Matsumoto teaches a method of wet blasting a surface with blasting media in 
order to clean the surface. In col. 3, lines 5-10, Matsumoto teaches blasting media 
comprising particles having a diameters of less than 0.5mm, which is equivalent to 500 
microns. In col. 6, lines 20-25, Matsumoto teaches jetting the blasting media with water 
and compressed air against the object to be cleaned. 

Matsumoto fails to teach the limitations of directing a jet at a pressure differential 
of about 60 psi. Yam teaches wet blasting at liquid pressures of less than 500 psi in 
order to effectively remove contaminants. It would have been within the level of the 
skilled artisan to include a pressurized stream, as taught by Yam, for purposes of 
blasting the surface in order to enhance the removal of contaminants from the substrate 
surface. In reference to the particle degrading, one would reasonably expect the 
particles to degrade since Matsumoto teaches the same polymeric particle 
(polycarbonate and polyester), as the instantly claimed invention. Matsumoto teaches 
the genus polycarbonate and polyester as the claimed invention. Matsumoto teaches 
the genus polycarbonate and polyester, which would include aliphatic polycarbonate 
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and aliphatic polyester. Therefore, one would reasonably expect the particles of 
Matsumoto to be capable of degradation as well. In reference to claims 2-3, refer to col. 
6, lines 20-25. In reference to claim 5, refer to col. 4, lines 27-29. In reference to claim 
14, the limitations are met since Matsumoto teaches a particle size of less than 500 
microns. In reference to claim 65, Matsumoto teaches the genus polyester, which would 
include polyorthoester. 

12. Claims 16 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yam (58271 14) in view of Yam et al. (5865902). 

Yam teaches the blast nozzle 20 at an angle to blast the substrate surface. Yam 
fails to teach the angles recited in claim 16. Yam teaches a method of cleaning 
contaminants from a substrate. Col. 5, lines 45-60 teaches positioning the blast nozzle 
at an angle of about 30 degrees for purposes of effectively removing contaminants from 
the substrate surface. It would have been within the level of the skilled artisan to have 
modified the method of Yam to include positioning the blast nozzle at an angle of about 
30 degrees, as taught by Yam, for purposes of effectively removing contaminants from 
the substrate surface. Yam '1 14 fails to teach the amount of degradable particles. Col. 
5, lines 30-35 of Yam '902 teaches 1-10 lbs of media. It would have been within the 
level of the skilled artisan to have adjusted the amount of abrasive particles in solution, 
depending on the type of surface to be cleaned and the amount of contaminants 
present on the substrate surface. 

13. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Roelofs 
et al. (5993562) in view of Houghton (EP0510762). 
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Roelofs fails to teach the limitations of claim 17. Houghton teaches a cleaning 
composition comprising abrasive particles, such as perborate compounds. On page 8, 
lines 50-65, Houghton teach that the cleaning compositions include conventional 
adjuvants such as corrosion inhibitors. It would have been obvious to a person of 
ordinary skill in the art to modify the method of Roelofs to include adjuvants, such as 
corrosion inhibitors, as taught by Houghton, which are conventionally used in the 
cleaning compositions. 

14. Claims 60-62 and 66 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Matsumoto (457396) . 

Matsumoto teaches a method of wet blasting a surface with blasting media in 
order to clean the surface. In col. 3, lines 5-10, Matsumoto teaches blasting media 
comprising particles having a diameters of less than 0.5mm, which is equivalent to 500 
microns. In col. 6, lines 20-25, Matsumoto teaches jetting the blasting media with water 
and compressed air against the object to be cleaned. 

In reference to the particle degrading, one would reasonably expect the particles 
to degrade since Matsumoto teaches the same polymeric particle (polycarbonate and 
polyester), as the instantly claimed invention. Matsumoto teaches the genus 
polycarbonate and polyester as the claimed invention. Matsumoto teaches the genus 
polycarbonate and polyester, which would include aliphatic polycarbonate and aliphatic 
polyester. Therefore, one would reasonably expect the particles of Matsumoto to be 
capable of degradation as well. In reference to claims 61-62, refer to col. 4, lines 25-29 
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and col. 3, lines 3-5. In reference to claim 66, Matsumo teaches the genus polyester, 
which would include polyorthoester. 



Response to Arguments 

15. The rejection of the claims, under 112, first paragraph, new matter is maintained 
since the newly amended limitations of pressure and particle size are not supported by 
the specification as originally filed. On page 9 of applicant's response, applicant states 
that a size of 400 mesh corresponds to 37 microns and a size of 8 mesh corresponds to 
2380 microns. The limitation of 350 microns is not supported by the originally filed 
specification. Applicant argues that the rejection under 1 12, first paragraph, new matter 
is improper because arguing lack of literal support is not enough to satisfy the initial 
burden by the examiner. Applicant's arguments are unpersuasive. The specification 
teaches 37 microns and 2380 microns. The limitation of 350 microns is not recited in 
the specification and/or original claims nor is it presented in any working example in the 
specification. If applicant intends to amend the claims to include any numerical value, 
without support in the original specification and/or claims, the claims will continually be 
rejected as new matter under 112, first paragraph. Additionally why would applicant 
chose 350 microns, what is the criticality in picking this number. 

16. The limitation of 60 psi constitutes new matter for the same reasons given for 
350 microns. Applicant argues that there is sufficient support because the specification 
teaches a pressure differential below about 2000psi. Applicant's arguments are 
unpersuasive since the original specification and/or claims and/or working examples 
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provide no support or teachings for 60 psi. Additionally, the teachings of below 2000psi 
would include numerical values which are lower or higher than 60 psi. Why would 
anyone choose 60 psi and which is the criticality of this pressure value? 

17. The rejection of the claims, under 112, second paragraph is withdrawn in view of 
arguments presented by applicant. 

18. Re claims 1-3, 6-14, as being anticipated by Roelofs, applicant argues that 
Roelofs do not teach a pressure differential that is greater than 60 psi. Applicant argues 
that Roelofs teaches a pressure differential of 60 psi. Applicant's arguments are 
unpersuasive since claim 1 does not require a pressure differential greater than 60 psi. 
Applicant's arguments are unpersuasive because they are not commensurate in scope 
with the instantly claimed invention. 

19. Re claims 1-3, 6-8, 10-15, and 17, applicant argues that Yam fail to teach the 
kind of chemical degradation that the claims require. Applicant argues that based on 
the specification, degradable particle are materials capable of undergoing an 
irreversible degradation during or after use. Applicant's arguments are unpersuasive 
since the teachings of breakdown of particles by Yam reads on applicant's definition of 
degradable particles. The claims are broadly interpreted such that degradation of 
particles occurs before, during or after contact with the substrate. 

20. Re claims 1-3, 6, 14-15, 17-18, applicant argues that Yam fails to teach the Yam 
fail to tech the kind of chemical degradation that the claims require. Applicant argues 
that based on the specification, degradable particles are materials capable of 
undergoing an irreversible degradation during or after use. Applicant's arguments are 
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unpersuasive since the teachings of particles being soluble (i.e. dissolving) in water 
reads on applicant's definition of degradable particles. The claims are broadly 
interpreted such that degradation of particles occurs before, during or after contact with 
the substrate. 

21 . Re claims 1-3, 5-14 and 60-62, applicant argues that Matsumoto's disclosure of 
the genus polycarbonates and polyesters does not teach or suggest the species of 
degradable polyesters and polycarbonates. Applicant's arguments are unpersuasive. 
Independent claim 1 is not limited to a specific polycarbonate and/or polyester. 
Additionally, the burden is shifted on applicant to show that the genus polyester and 
polycarbonate of Matsumoto would not include the aliphatic polyester or aliphatic 
polycarbonate. Applicant argues that even if the polycarbonates of Matsumoto are not 
necessarily of the type that are resistant to degradation, it would not be reasonable to 
expect that the polycarbonate particles disclosed in Matsumoto are capable 
degradation. Applicant's arguments are not persuasive. Applicant has not provided 
any evidence or showing to support the argument that the polymers of Matsumoto are 
not degradable. Since Matsumoto teaches the genus polycarbonate and polyester, 
which would include the species aliphatic polycarbonates and aliphatic polyesters, one 
would reasonable expect the particles of Matsumoto to be capable of degradation as 
well. 

22. Re claims 16 and 18, Applicant argues that Yam fails to teach degradable 
particles. Applicant's arguments are unpersuasive for the reasons previously recited in 
paragraph 19 above. Applicant further argues the improper combination of Yam '1 14 
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with Yam '902 since Yam '902 teaches particle sizes of no larger than 300 micron. 
Applicant's arguments are unpersuasive since Yam '902 is not relied upon for a 
teaching of particle size. Yam '902 is relied upon to teach various angles of the blast 
nozzles for effectively removing contaminants from the substrate surface. 
23. Re claim 1 7, Applicant argues that Roelofs fail to teach a pressure differential of 
60 psi. Applicant's arguments are unpersuasive since applicant clearly admitted on 
page 10 of the response that Roelofs teaches a pressure differential of 60 psi. 
Applicant further argues that neither Roelofs or Houghton is relied upon to teach 
corrosion inhibitors. Applicant argues that Houghton fails to teach jetting a cleaning 
fluid at a surface. Applicant's arguments are unpersuasive since Houghton teaches 
hard surface cleaning using an abrasive. Additionally, Houghton is relied upon to teach 
conventional adjuvants found in cleaning solutions. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

24. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Matsumoto et al. teach blasting media for use in wet blasting. 
Clark, Jr et al. teach removing paint using high pressure water jet blasting. Quirke 
teaches water jet cutting. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sharidan Carrillo whose telephone number is 571-272- 
1297. The examiner can normally be reached on M-W 6:30-4:00pm, alternating 
Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Barr can be reached on 571-272-1414. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Sharidan Carrillo 
Primary Examiner 
Art Unit 1746 
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